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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Election/Restrictions 

1 . Restriction is required under 35 U.S.C. 121 and 372. This application contains 
the following inventions or groups of inventions, which are not so linked, as to form a 
single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 

Group I, claims 32-36 drawn to a pharmaceutical composition comprising a 
therapeutically effective amount of etonogestrel. 

Group II, claims 37-41 drawn to a method for contraception and/or hormone 

replacement therapy comprising administering to a subject 
by injection of a therapeutically effective amount of 
etonogestrel; wherein the etonogestrel is contained in an oily 
medium. 

The inventions listed as Groups l-ll do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: the common 
technical feature in all groups is the compound etonogestrel. 

An international application should relate to only one invention or, if there is more 
than one invention, the inclusion of those inventions in one international application is 
permitted only if all, inventions are so linked as to form a single general inventive 
concept (PCT Rule 13.1). With respect to a group of inventions claimed in an 
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international application, unity of invention exists only when there is a technical 
relationship among the claimed inventions involving one or more of the same or 
corresponding special technical features. 

The expression "special technical features" is defined in PCT Rule 13.2 as 
meaning those technical features that define a contribution which each of the 
inventions, considered as a whole, makes over the prior art. The determination is made 
on the contents of the claims as interpreted in light of the description and drawings (if 
any). Whether or not any particular technical feature makes a "contribution" over the 
prior art, and therefore constitutes a "special technical feature," should be considered 
with respect to novelty and inventive step. 

The common technical feature in all groups is the compound etonogestrel. This 
element cannot be a special technical feature under PCT Rule 13.2 because the 
element is shown in the prior art. 

In this case, Roumen et al. teach etonogestrel for utility in a vaginal ring for 
contraception. Roumen et al. teach this compound, etonogestrel (see p. 469, 4 th ^ lines 
6-9) which is released from the NuvaRing. Likewise in the pending application, within 
claim 32 a pharmaceutical composition comprising etongestrel is found. 
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Since etonogestrel has been identified in the prior art, there is no special 
technical feature present in the claims. As a result, the inventions in Groups l-ll fail to 
make a contribution over the prior art with respect to novelty and inventive step. In 
conclusion, there is a lack of unity of inventions, and therefore restriction for 
examination purposes as indicated is proper. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 

Applicant is advised that in order for the reply to this requirement to be complete 
it must include an election of the invention to be examined even though the requirement 
be traversed (37 CFR 1.141). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to RICHARD A. HOUGHTLING whose telephone number 
is 571-272-9334. The examiner can normally be reached Monday to Thursday from 
8:00 am - 5:00 pm, and on alternate Fridays 8:00 AM - 12:00 Noon. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreenivasan Padmanabhan, can be reached on 571-272-0623. The Group 
1600 fax phone number where this application or proceeding is assigned is 571-273- 
8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Tech Center representative whose telephone 
number is (571J-272-1600. 

Richard A. Houghtling 
Patent Examiner 
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